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DETAILED ACTION 

Applicant filed a response to the Non-Final Action of May 22, 2006 on November 
28, 2006. Claims 1-7, 9-12, 25-28, 48-54 are amended. Claims 8, 13-24, 29-47 are 
cancelled. 

Claims 11, 12 remain withdrawn. See New/Maintained Rejections/Objections, 

below. 

Claims 1-7, 9, 10, 25-28, 48-54 are under consideration. 

Withdrawn Objections/Rejections 

Specification 

Applicant's arguments, see pages 10-11 of Applicant's response, filed November 
28, 2006, with respect to the objection to the specification for missing SEQ ID NOs of 
sequences listed on page 29 have been fully considered and are persuasive. Applicant 
has provided an amendment to page 29, which includes SEQ ID NOs to the sequences. 
Applicant also indicates that the sequences on page 29 of the specification correspond 
to the sequences set forth in the Sequence Listing filed July 19, 2004. The objection to 
the specification has been withdrawn . 

35 U.S.C. § 101 

Applicant's arguments, see page 12 of Applicant's response, filed November 28, 
2006, with respect to the rejection of claims 1-3, 49, 50, 53, 54 for being directed to non- 
statutory subject matter have been fully considered and are persuasive. Applicant has 



Application/Control Number: 10/632,581 
Art Unit: 1632 

amended the claims such that the claimed cells are "isolated." 
1-3, 49, 50, 53, 54 has been withdrawn . 

35U.S.C.§112,2 nd parag. 

Applicant's arguments, see pages 12-13, filed November 28, 2006, with respect 
to the rejection of claims 1-3, 53, 54 as being indefinite for using the term "significant 
telomerase activity," have been fully considered and are persuasive. Applicant has 
indicated that the claims 1 and 53 have been amended to include the phrase, "of at 
least 20% to 50% of the telomerase activity of the HEK293T transformed cell line" to 
further describe "significant telomerase activity." The rejection of claims 1-3, 53, 54 has 
been withdrawn . 

New/Maintained Objections/Rejections 
Claim Objections 

Claims 11,12 remain objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend from any other multiple 
dependent claim. See MPEP § 608.01 (n). Accordingly, claims 11,12 have not been 
further treated on the merits. Claim 1 1 is a multiple dependent claim that depends on 
another multiple dependent claim, claim 9. Claim 12 is included in the objection 
because claim 12 depends on claim 11. 



Page 3 
The rejection of claims 
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It is noted that the objection to claims 4-7, 9, 10, 25-28, 48, 51, 52 are withdrawn 
as the claims are no longer multiple dependent claims depending from any other 
multiple dependent claim. 

Claims 25-28, 48 are newly objected to because they depend on cancelled 
claims. Claim 25 depends on claim 13, a cancelled claim. Claims 26-28 are included in 
the objection because they indirectly depend on claim 13. Claim 48 depends on claim 
25 and thus objected to. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 25-28, 48 are newly rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. Claim 25 depends on claim 13, a cancelled 

claim. Since it is unclear what method is encompassed by claim 13, further examination 

of the claims cannot be carried out. Claims 26-28 indirectly depend on claim 13 and are 

thus included in the rejection. It is noted that claim 48 depends on claims 1 and 25. 

Because claim 25 depends on a cancelled claim, claim 48 has been interpreted to 

depend only on claim 1. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 49, 50, 53, 54 remain rejected and claims 4-7, 9-12, 48, 51, 52 are 
newly rejected under 35 U.S.C. 102(b) as being anticipated by Katz et al., PCT 
Publication No. WO 00/53795, publication date, September 14, 2000, previously cited, 
for reasons of record, May 22, 2006: 

Applicant's arguments filed November 28, 2006 have been fully considered but 
they are not persuasive. 

Applicant indicates that adipose-derived multipotent cells do not all necessarily 
and inherently possess the claimed characteristics as seen in the publication by Katz et 
al., 2005, Stem Cells, 23: 412-423 ("Katz II"). Applicant indicates that "Katz II" 
describes the isolation of multipotent populations of cells from adipose tissue using a 
method similar to that recited in WO 00/53795. The cells described in "Katz II" are MHC 
class I positive ("Katz II," page 416, right column, "HLA-ABC" and Table 4) and the cells 
are telomerase negative and ABCG2 negative ("Katz II," page 422, left column, and 
abstract). In response, the cells isolated in "Katz II" are different from those described 
in WO 00/53795 as WO 00/53795 indicates that the cells have telomerase activity (WO 
00/53795, page 18, lines 8-9). While WO 00/53795 does not specifically indicate that 
the telomerase activity is at least 20% of that of HEK293T cells, it is presumed that the 
cells described in WO 00/53795 have this activity for reasons of inherency, unless 
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demonstrated otherwise. Note that the cells in the specification and in WO 00/53795 
are prepared in the same way and thus, it is presumed that the cells are the same. 

Examiner's suggestion: Applicant may overcome the rejection by indicating 
method steps not taught by the WO document. Applicant is cautioned not to add new 
matter. 

As such, the claims are rejected. 

Claims 1 -3, 49, 50, 53, 54 remain rejected and claims 4-7, 9-1 2, 48, 51 , 52 are 
newly rejected under 35 U.S.C. 102(b) as being anticipated by Zuk et al., 2001 , Tissue 
Engineering, 7: 21 1-228, for reasons of record, May 22, 2006. 

Applicant's arguments filed November 28, 2006 have been fully considered but 
they are not persuasive. 

Applicant indicates that Zuk et al. do not anticipate the instant claims. As 
discussed in Applicant's argument regarding the art rejection of Katz et al., Applicant 
indicates that adipose-derived multipotent cells do not all necessarily and inherently 
possess the claimed characteristics. Applicant indicates that the method used in Zuk et 
al. is identical to that used in "Katz II," page 414, left column, line 10. Applicant 
indicates that the cells in "Katz II" do not have the same characteristics as those of the 
instant invention. In response, as discussed above in the Katz rejection, the cells 
described in WO 00/53795 have telomerase activity, while the cells in "Katz II" do not. 
Thus, the cells in "Katz II" are not the same as those in WO 00/53795. With regard to 
Applicant indicating that the method used in Zuk et al. is identical to that used in "Katz 
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II," this argument is not persuasive because "Katz II" indicates that the method used to 
isolate the cells was a combination of that of Zuk et al., 2001 and Katz AJ. 
Mesenchymal cell culture: adipose tissue. In Atala A, Lanza RP, eds. Methods of Tissue 
Engineering. Academic Press, NY: 2002: 277-286 (Katz II, page 414, left column, line 
10). Subsequently, it cannot be concluded that the cells of Zuk et al. are necessarily the 
same as "Katz II," and thus different from that of the claims. Because the method steps 
described by WO 00/53795, Zuk et al., and the specification are the same and absent 
evidence to the contrary that Zuk et al.'s cell do not have any of the characteristics listed 
in claim 1 , the cells of Zuk et al. anticipate the claims. 

Applicant indicates that although the LPA cell population of Zuk et al. was shown 
to be capable of giving rise to different cell lineages, the population is heterogenous and 
contains endothelial cells, smooth muscle cells, and pericytes. On page 223 of Zuk et 
al., the apparent multipotent character may suggest the presence of a tern cell 
population but is not conclusive. Thus, the presence of multipotent cells cannot be 
concluded from Zuk et al. (Applicant's response, page 20). In response, while Zuk et 
al. was not certain whether their cultures contained multipotent cells, Zuk et al.'s 2002 
publication (Zuk et al., 2002, Molecular Biology of the Cell, 13: 1059-1524 ("Zuk II")) and 
the teachings of the instant specification indicate that the Zuk et al., 2001 cultures did 
contain multipotent cells. This conclusion is based upon the fact that the method steps 
between Zuk, 2001, Zuk II, and the specification are the same. See MPEP 2112 which 
discusses that for reasons of inherency, something which is old does not become 
patentable upon the discovery of a new property and that an inherent feature need not 
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be recognized at the time of the invention. The office does not have the facilities for 
examining and comparing applicant's product with the product of the prior art in order to 
establish that the product of the prior art does not possess the same material, structural 
and functional characteristics of the claimed product. In the absence of evidence to the 
contrary, the burden is upon the applicant to prove that the claimed products are 
functionally different than those taught by the prior art and to establish patentable 
differences. See Ex parte Phillips, 28 USPQ 1302, 1303 (BPAI 1993), In re Best, 562 
F.2d 1252, 195 USPQ 430 (CCPA 1977) and Ex parte Gray, 10 USPQ2d 1922, 1923 
(BPAI 1989). 

Applicant also indicates that the publication of Zuk II confirms the heterogenous 
nature of the LPA cell population and that it is critical to establish clonal populations 
before being able to conclude that the cells are multipotent stem cells (Applicant's 
response, pages 20-21). In response, this is not persuasive because as discussed in 
the previous paragraph, while Zuk et al., 2001 was not entirely certain that the cultures 
contained multipotent cells, Zuk et al.'s 2001 cultures contained multipotent cells as the 
method steps used to obtain the cells are the same as those described in Zuk II and the 
instant specification. 

Applicant indicates that nothing in Zuk et al., 2001 , teaches that the cells had any 
telomerase activity or were HLA Class I negative. Applicant indicates that the cells 
isolated using the method of Zuk et al. are seen to be HLA Class I positive and have no 
telomerase activity (this assertion being based upon the method of obtaining cells in 
Zuk et al. and Katz II being the same). With regard to the issue of self-renewal capacity 
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of the PLA cells, Applicant indicates that Zuk et al., 2001 teach that the PLA population 
can be maintained in culture for 13 passages without losing its capacity to proliferate 
(Zuk et al., Figure 1 B). 13 passages correspond to approximately 20 population 
doublings and not 130, as required in claim 1 (Applicant's response, pages 21-22). In 
response, while Zuk et al. teach 20 population doublings, nothing in Zuk et al. indicates 
that 20 population doublings is the limit of doublings that the PLA cells are capable of. 
That is, because Zuk et al. do not teach that cells either died or differentiated after 20 
doublings, that an artisan cannot necessarily eliminate the possibility that the PLA cells 
are incapable of 130 doublings. As such, absent evidence to the contrary, the cells 
isolated by Zuk et al., 2001 , are the same as those of the claimed invention. 

Applicant indicates that Zuk et al., 2001 describe a process which is significantly 
different from that disclosed in the instant specification. In particular, Zuk et al. does not 
teach a step of selecting two subpopulations of cells: one having an adhesion rate of 
less than 12 hours and one having an adhesion rate of more than 12 hours. Further, 
there is no step of enriching the population that had an adhesion rate of more than 12 
hours (Applicant's response, page 22). In response, while Zuk et al. do not specifically 
teach selection of two subpopulations of cells, the LPA cells taught by Zuk et al. 
comprise both populations as the cells described in Zuk et al. were plated and allowed 
to adhere overnight (Zuk et al., 2001 , page 213, 1 st parag.). Assuming that allowing the 
cells to settle overnight is from 5PM to 7AM the next morning (14 hours of incubation), 
both populations of cells would have been anticipated. While Zuk et al. were not aware 
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of a population of cells that are adherent after 12 hours of plating, their culture contain 
these cells. As such, the claims remain anticipated. 
As such, the claims remain rejected. 



Conclusion 

No claims allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joanne Hama, Ph.D. whose telephone number is 571- 
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272-291 1 . The examiner can normally be reached Monday through Thursday and 
alternate Fridays from 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Paras, can be reached on 571-272-4517. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that 
can be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. For all other 
customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 
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